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STATEMENT OF FACTS 

Correct Patent Term Adjustment and Basis under 37 CFR §1.702 for Adjustment 

The Notice of Allowance mailed May 1 8, 2006, asserts that the applicants are entitled to 
an Adjustment of Patent Term for this application equal to 0 (zero) days. Applicants respectfully 
disagree with the assertion, and hereby apply for an Adjustment of Patent Term under 35 USC 
§154(b)(l)(A)(iv) and 37 CFR § 1.702(a)(4). Applicants respectfully submit that as of June 17, 
2005, applicants had paid the issue fee required under 35 USC 151, and all outstanding 
requirements were satisfied on a patent application filed after May 29, 2000. The Office 
thereafter failed to issue a patent on the allowed claims on or before October 17, 2005, a date 
four months after the payment of the required issue fee and the satisfaction of all outstanding 
requirements. Therefore, applicants claim that the grounds entitling applicants to a patent term 
adjustment under the Patent Term Guarantee Act of 1999, 35 USC §154(b)(l)(A)(iv), and 37 
CFR § 1.702(a)(4), were satisfied as of October 17, 2005. 

Applicants respectfully submit that the correct patent term adjustment is that provided 
under 35 USC §154(b)(l)(A) and 37 CFR §1.703(a)(6). Under these sections, the adjustment 
pursuant to 37 CFR §1. 702(a) is equal to the number of days beginning on October 17, 2005, 
which is four (4) months after June 17, 2005, the date on which the issue fee was paid and all 
outstanding requirements were satisfied, and ending on the issue date of a patent on the allowed 
claims. This term is the applicants' claim of right in this application. 

In the following sub-sections of this response, applicants will establish the basis for their 
application under the claim of right to patent term extension, and respectfully submit that the 
claim is fully supported by the rules and facts as presented below. 
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(1) The 'Withdrawal from Issue under 37 CFR §1.313* was Improper for not Complying 
with the Requirements Under CFR §1.313(b) or (c) 

Applicants base their application for patent term adjustment in the first instance on non- 
compliance by the Patent Office (Office) with the rules for "Withdrawal from Issue at the 
Initiative of the Office" after payment of the issue fee by the applicant under 37 CFR 1.313, as 
provided under 35 USC 151. Specifically, the applicants respectfully submit that the withdrawal 
from issue was improper because the applicant did not petition for withdrawal of the application 
under 37 CFR §1.3 13(c) and the patent office has not complied with the requirements for 
withdrawal from issue under 37 CFR §1.3 13(b). 

First, it is clear that the withdrawal was a 'Withdrawal from Issue' under 1.313 because 
the notice is explicitly so labeled. However, the notice fails to state whether the withdrawal is 
taken under 37 CFR §1.3 13(b) or §1.313(c). Therefore, both are discussed herein. Second, it is 
clear that the issue fee was paid by the applicant prior to the withdrawal from issuance, because 
the issue fee was paid on June 17, 2005, and the notice of withdrawal from issuance was sent by 
the Office on January 1 1 , 2006. 

Regarding withdrawal under 37 CFR §1.3 13(c), none of the requirements for withdrawal 
under this section were fulfilled. 37 CFR §1.31 3(c) clearly states that "Once the issue fee has 
been paid, the application will not be withdrawn from issue upon petition by the applicant for 
any reason except [those reasons provided in (l)-(3)]", (emphasis provided). The applicants did 
not petition the Office under 37 CFR §1.3 13(c), and therefore, none of the reasons under 37 CFR 
§1.31 3(c)(l )-(3) were provided in a petition by applicants. Therefore, the withdrawal was not 
proper under CFR §1.3 13(c), and was not a withdrawal from issue initiated by applicants. 
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Regarding withdrawal under 37 CFR §1.3 13(b), it is clear that the withdrawal from 
issuance was initiated by the patent office, because it was not initiated by the applicant (as 
detailed above), and the only other method permitted for withdrawal from issuance under 37 
CFR § 1 .3 1 3 is pursuant to 37 CFR § 1 .3 1 3(b). However, the Office has not complied with the 
requirements set forth under 37 CFR §1.3 13(b). 

First, MPEP 1308 §11 states, "Any notice withdrawing an application from issue after 
payment of the issue fee must specify which of the conditions set forth in 37 CFR 1.313(b)(1) 
through (4) exists and thus warrants withdrawal of the application from issue", (emphasis 
provided). Under 37 CFR 1.3 13(b)(1) through (4) specify four conditions for withdrawing an 
application from issue after issue fee payment; (1) a mistake on the part of the Office; (2) a 
violation of 37 CFR 1.56 or illegality in the application; (3) unpatentability of one or more 
claims; or, (4) for interference. Sections 37 CFR 1.313(b)(1), (2) and (4) will now be discussed 
in turn, followed by a detailed examination of 3 7 CFR § 1 .3 1 3(b)(3). 

Mistake on the Part of the Patent Office - 37 CFR § 1313(b)(1) 
The Notice failed to assert or identify any mistake on the part of the Office. Rather, the 
Notice only states, "The application is being withdrawn to permit reopening of prosecution. The 
reasons therefore will be communicated to you by the examiner", (Notice, mailed January 11, 
2006). "Reopening of prosecution" does not indicate a mistake on the part of the patent office, 
and is not a condition permitting withdrawal under CFR 1 .3 1 3(b). Further, the Examiner did not 
communicate with the applicants regarding any mistakes on the part of the patent office in the 
subsequent Office Action mailed on March 27, 2006 (Office Action) or in any other subsequent 
communication with the applicants. Therefore, 37 CFR 1.313(b)(1) does not apply, and fails to 
form any part of the basis for the CFR 1 .3 13(b) withdrawal. 
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Violation Of 37 CFR 1.56 Or Illegality In The Application - 37 CFR § 1.313(b)(2) 

The Notice failed to assert or identify any violation of 37 CFR 1 .566 or illegality in the 
application. "Reopening of prosecution" does not indicate or specify a violation of 37 CFR 1.56 
or illegality in the application, and the Examiner failed to communicate any violation of 37 CFR 
1.566 or illegality in the application to the applicants in the Office Action or in any other 
subsequent communication with the applicants. Therefore, 37 CFR 1.313(b)(2) does not apply, 
and fails to form any part of the basis for the CFR 1 .3 1 3(b) withdrawal. 

Interference - 37 CFR S 1.313(b)(4) 

The Notice failed to assert or identify any interference action. "Reopening of 
prosecution" does not indicate an interference action, and the Examiner failed to communicate 
the presence of any interference action to the applicants in the Office Action or in any other 
subsequent communication with the applicants. Therefore, 37 CFR 1.31 3(b)(4) does not apply, 
and fails to form any part of the basis for the CFR 1.313(b) withdrawal. 
Unpatentability of one or more claims - 37 CFR § 1313(b)(3) 
The Notice failed to assert or specify that one or more of the allowed claims were 
unpatentable. "Reopening of prosecution" does not specify that one or more of the claims are 
unpatentable, and is not a condition permitting withdrawal under CFR 1 .3 1 3(b). Therefore, 
because "[a]ny notice withdrawing an application from issue after payment of the issue fee must 
specify which of the conditions set forth in 37 CFR 1.313(b)(1) through (4) exists and thus 
warrants withdrawal of the application from issue", and the notice failed to so specify, applicants 
respectfully submit the Notice is improper on this basis. 
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Applicants further submit that the statement in the Notice that, "[t]he reasons therefore 
will be communicated to you by the examiner" also fails to comply with the requirements for a 
proper notice, and indicate that the withdrawal from issue itself is improper. 

MPEP 1308 permits that: 

An application may be removed from the Office of Patent Publication, without it 
being withdrawn from issue under 37 CFR 1.313(b), to permit the examiner to 
consider. . . whether one or more claims are unpatentable. Only if such consideration 
results in a determination that one or more claims are unpatentable does 37 CFR 
1.313(b) authorize the application to be withdrawn from issue, (MPEP 1308, 
§II)(emphasis provided) 

Further, this same section unequivocally states, "Examples of reasons that do not warrant 
withdrawing an application from issue after payment of the issue fee at the initiative of the 
Office are . . . (B) to permit the examiner to consider whether one or more claims are 
unpatentable", (emphasis original). From these two sections, it is clear that the decision as to 
unpatentability of one or more allowed claims, after payment of the issue fee, must be made prior 
to proper and permissible withdrawal from issuance under 37 CFR 1 .3 13(b). 

As noted, the Notice failed to properly assert that "one or more claims are unpatentable", 
so the notice itself does not support an assertion that such determination was made prior to the 
decision to withdraw from issuance as required under 37 CFR 1 .3 13(b). Rather, the Notice 
improperly defers to a later and separate notification by the examiner as to the basis for the 
withdrawal from issue and the reopening of prosecution. According to MPEP 1308.01 regarding 
'Rejection After allowance [R-2]\ "After the TC Director has withdrawn the application from 
issue, the examiner will prepare< an Office action stating that the application has been 
withdrawn from issue, citing the new reference, and rejecting the claims met thereby", (emphasis 
added). The Office Action failed entirely to mention or address the withdrawal from issue, so 
failed to comply with MPEP 1308.01 and with 37 CR §1.313(b). 
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The first communication from the Examiner following the Notice was a 'non-final' office 
action (Office Action) mailed on March 27, 2006. In Section 1, page 2 of the office action, the 
Examiner asserted that the office action is pursuant to a Request for Continued Examination 
(RCE) submitted by the applicant on August 30, 2004. This assertion is errant and irrelevant to 
the withdrawal from issuance, since a RCE can only properly form the basis for withdrawal from 
issuance following payment of the issue fee under 37 CFR 1 .3 13(c), when cited in a petition for 
withdrawal from issuance submitted by the applicant. As discussed above, no such petition was 
submitted to the office by the applicant, and therefore, no such petition could possibly have cited 
the RCE as a basis for withdrawal pursuant to 37 CFR 1.313(c)(2). The withdrawal from issue 
was done at the initiation of the Office, not the applicant, and therefore must satisfy the 
requirements set forth under 37 CFR 1.313(b). 

The Office Action Summary form further states that the Office Action is "Responsive to 
communication(s) filed on 06/20/2005", however, in the "Response to Arguments" section of the 
Office Action, the Examiner states, "Applicant's arguments filed 08/30/2004 have been fully 
considered but they are moot in view of a new ground of rejection", (Office Action, page 9, 
section 25). This entry is confused and irrelevant to the issue of proper withdrawal from issue. 
First, there were several intervening communications between the "08/30/2004" response and the 
March 27, 2006 office action, including a non-final office action mailed on October 10, 2004 and 
applicants response mailed on January 19, 2005. The claims listing contained in the January 19, 
2005 response were subsequently allowed by examiner in the Notice of Allowance mailed on 
March 17, 2005. Therefore, the March 27, 2006 office action cannot be properly in response to 
applicant's "08/30/2004" response. 
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Regarding applicants' June 20, 2005 communication, the only arguments submitted were 
in support of non-substantive, corrective amendments to the drawings, not touching on the 
allowed claims whatsoever. The March 27, 2006 Office Action, allegedly in response to the 
June 20, 2005 communication, did not discuss or touch on the contents of the drawing 
amendments submitted by applicant on or around June 20, 2005 at all, and so cannot be 
reasonable construed as a response to those drawing amendments. Therefore, Examiner's 
response in the Office Action mailed March 27, 2006 to arguments submitted on "08/30/2004" 
are errant, do not consider intervening office actions and applicant responses, and more 
importantly, does not establish a determination of unpatentability of allowed claims prior to, and 
sufficient to form the property basis for, withdrawal from issuance under 37 CFR 1.313(b) in 
January of 2006. 

Lastly, the rejection of claims in the March 27, 2006 Office Action itself does not 
constitute either required notification of the conditions forming the basis for a proper withdrawal 
from issuance under 37 CFR 1.313(b), nor does it establish that the unpatentability of one or 
more of the claims was determined prior to and as a proper basis for the withdrawal from 
issuance, as is required under MPEP 1308, §11 and discussed above. The rejection does not 
constitute the required notification because the Office Action does not state in any reasonably 
understandable manner that the rejections in the Office Action are to, or shouldT>e construed to 
form the basis for the withdrawal from issuance. Therefore, as mentioned, the office action fails 
to comply with MPEP 1308.01, and fails to provide sufficient notification under the 
requirements of 37 CFR §1.3 13(b). 

The Office Action states that applicant's arguments are "moot in view of a new ground of 
rejection". As shall now be discussed, the record shows that the new ground for rejection was 
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determined after the withdrawal from issue, not before withdrawal as is required under 37 CFR 
§1.313(b). 

The new ground of rejection under 35 USC §102, asserted in the March 27, 2006 Office 
Action, is a patent to Matsushima (US 6,232,652). However, the Image File Wrapper located on 
the USPTO PAIR shows that the Examiner conducted an EAST Search on March 2, 2006 
including Classes 257 (subclasses 683, 778, and 796) and 438 (subclasses 108 and 124)( fi Part of 
Paper No. 20060302'). This entry in PAIR is dated March 27, 2006; the same date that the 
Office Action was mailed. The Image File Wrapper also shows an entry dated March 27, 2006, 
including a 'Notice of References Cited' indicating one reference, Document Number 'US 
6,232,652' to Matsushima, Hironori, found under classification 257. This is the same 
classification searched on March 2, 2006 by the Examiner, and is the same reference used by the 
Examiner as the basis for each and every rejection in the Office Action. 

Therefore, the record indicates that the examiner searched for and found the reference 
used in the Office Action almost two months after the withdrawal from issuance. This is clearly 
improper, and cannot form the basis for a proper withdrawal from allowance as set forth in 35 
USC §151, 37 CFR §1.313(b), and MPEP 1308, §11. A determination of unpatentability of one 
or more of the allowed claims, initiated by the Office after payment of the issue fee by the 
applicant, must be established prior to withdrawal from issue, and as clearly stated in MPEP 
1308 and discussed above; "Examples of reasons that do not warrant withdrawing an application 
from issue after payment of the issue fee at the initiative of the Office are . . . (B) to permit the 
examiner to consider whether one or more claims are unpatentable". The EAST search 
subsequent to the withdrawal from issue, and the fruits of that search, the Matsushima patent, 
permitted the examiner to consider the patentability of one or more of the allowed claims, and 
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was subsequently used to reject the claims in an Office Action following withdrawal from issue. 
The Notice indicated that the reasons for withdrawal would be communicated by the Examiner. 
Because the Examiner failed to provide any explicit communication of such, applicants can only 
reasonably infer that the rejections themselves were intended to constitute such 
"communication". However, as the record and the Office Action show, because the search and 
reference forming the basis for the rejections took place after the withdrawal from issue, the 
rejections cannot from a proper basis for withdrawal from issue under 35 USC §151,37 CFR 
§1.313(b), and MPEP 1308, §11. 
Summary 

Because a 37 CFR §1.313 Withdrawal from Issue after payment of the issue fee by the 
applicant can only be proper under sections 37 CFR §1.3 13(c) or 37 CFR §1.3 13(c), and the 
requirements of these sections were not met by the Office, the Withdrawal from Issue of 
applicants' patent application was improper, as explained and established in detail above. 

A petition for withdrawal from issue was not submitted by applicants, so the withdrawal 
cannot be a withdrawal under 37 CFR § 1 .3 13(c). The office has not established that the 
withdrawal is based on any of the conditions required under 37 CFR §1.3 13(b)(1), (2), or (4), so 
could only possibly be asserted under 37 CFR §1.3 13(b)(3), unpatentability of one or more of the 
allowed claims. No such unpatentability was asserted in the Notice, and the search yielding the 
reference asserted in the March 27, 2006 Office Action took place after the withdrawal from 
issue, strongly indicating that the determination of unpatentability by the Office arose after 
withdrawal, not before withdrawal as required under 37 CFR §1 .3 13(b). Therefore, the 
Withdrawal from Issue was improper, and applicants are entitled to an adjustment of patent term 
because the Office failed to issue a patent on an application within four months after payment of 
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the issue fee and satisfaction of all outstanding requirements per 35 USC §154(b)(l)(A)(iv) and 
37 CFR§ 1.702(a)(4). 

Relevant Dates as Specified in 37 CFR §§1.703(a) through (e) 

The filing date for applicants' application is December 29, 2000, and the application is 
not a based on a previously filed provisional application, nor is it a continuation or divisional 
application based on a separate parent application. Therefore, a term of a patent issued on the 
application, prior to any adjustment granted pursuant to this application for patent term 
adjustment, would extend twenty years from the filing date of December 29, 2000, until 
December 29, 2020. 

Adjustment Specified in 37 CFR §1.703(f) to Which Patent is Entitled 

Because the Withdrawal from Issue was improper, applicants assert entitlement to a 
patent term adjustment consisting of the number of days beginning October 1 7, 2005, and ending 
on the date that a patent is issued on the allowed claims. Because the applicant does not yet 
know when the application will finally issue, applicant cannot yet calculate the exact number of 
days of patent term adjustment under applicants' claim of right. Applicants claim entitlement 
under 35 USC § 154(a)(2), §154(b)(l)(A) (specifically §154(b)(l)(A)(iv)) 5 and 37 CFR 
§ 1.703(a)(6). As specified under § 154(b)(1)(A), "the term of the patent shall be extended 1 day 
for each day after the end of the period specified in clause . . .(iv), as the case may be, until the 
action described in such clause is taken. 

Should the Office deny applicants' application for patent term adjustment under the claim 
of right, applicants alternatively assert entitlement to a patent term adjustment consisting of the 
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number of days beginning October 17, 2005, and ending when a patent is issued on the 
application, minus the number of days between (a) the mailing date of the March 27, 2006 Office 
Action and the mailing date of applicants' April 27, 2006 response thereto (31 days total) , and 
(b) the mailing date of the May 18, 2006 Notice of Allowance and the submission date of 
applicants' Form 85B 'payment' of the issue fee. The remaining days constitute delays entirely 
attributable to the Office. 

Patent NOT Subject to Terminal Disclaimer 

Applicants submit that the application is not subject to a terminal disclaimer. 

There are no Circumstances Constituting Failure to Engage in Reasonable Efforts to 
Conclude Processing or Examination 

Applicants respectfully submit that there are no circumstances constituting failure to 
engage in reasonable efforts to conclude processing or examination. The failure to issue a patent 
forming the basis for right to patent term adjustment under 37 CFR § 1.702(a)(4) took place after 
the closure of examination, and after the applicants had paid the issue fee and satisfied all 
outstanding requirements. The applicants had only to wait for the Office to issue a patent based 
on the application. Therefore, the failure of the Office to issue a patent as required under 35 
USC 151 and 35 USC §154(b)(l)(A)(iv) did not in any way result from a failure on the part of 
the applicants to engage in reasonable efforts to conclude processing or examination. 
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CONCLUSION 



In light of the points and arguments set forth herein, applicants respectfully 



request that the Office grant applicants' application for an adjustment of patent term for a patent 
granted on this application. Applicants respectfully submit that the correct patent term 
adjustment under 35 USC §154(b)(l)(A) and 37 CFR §1.703(a)(6), with regard to 37 CFR 
§ 1.702(a), is the number of days beginning on October 17, 2005, four (4) months after the issue 
fee was paid and all outstanding requirements were satisfied, and ending on the issue date of a 
patent on the allowed claims. 

Please charge any shortages and credit any overages to Deposit Account No. 



02-2666. 



Respectfully submitted, 



Date: August 2, 2006 




Pajfrick D. Boyd 
Registration No. 54,671 



12400 Wilshire Blvd. 
Seventh Floor 
Los Angeles, CA 90025 
(503) 439-8778 
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